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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1,114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 8, 
2006 has been entered. 

In response to the amendment filed on May 8, 2006, amended claim 1 and 
canceled claims 16-41 are acknowledged. The objection to the drawings is withdrawn. 
The current rejections of the claims stand. The following reiterated grounds of rejection 
are set forth: 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-7, 10-15 and 41-42 are rejected under 35 U.S.C, 102(b) as being 
anticipated by U.S. Patent Application Publication 2002/0022762 to Beane et al. 

In regards to claim 1, Beane et al disclose a sterile apparatus to protect 
endoscopes comprising: an impact resistant housing 110 having an outer surface 
defining an opening, an interior of the housing defining a canal having a first end 
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communicating with the opening and a second end terminating within the housing for 
receiving a distal lens of an endoscope (see Figs. 2a-f); a defogging material disposed 
adjacent to the second end of the canal for defogging a distal lens of an endoscope 
when inserted within the canal (see paragraph 0056); and a self-sealing mechanism 
128 disposed within the canal, the self-sealing mechanism being configured to allow for 
an endoscope to enter the canal and make contact with the defogging material and to 
prevent the defogging material from spilling out of the canal (see paragraph 0053). 

In regards to claims 2 and 4, Beane et al disclose a sterile apparatus to protect 
endoscopes, v^erein the canal is shaped for receiving a plurality of types of 
endoscopes (see paragraph 002). 

In regards to claiin 3, Beane et al disclose a sterile apparatus to protect 
endoscopes, wherein the apparatus Is made of disposable material as it is well-knovm 
that all materials regardless of composition are capable of being disposed. 

In regards to claim 5, Beane et al disclose a sterile apparatus to protect 
endoscopes, wherein the apparatus is configured to protect endoscopes during 
Intermittent use (see paragraphs 007-0016). 

In regards to claim 6, Beane et al disclose a sterile apparatus to protect 
endoscopes, wherein the apparatus Is inherently configured to protect endoscopes 
during transportation (see Fig. 2a). 

In regards to claim 7, Beane et al disclose a sterile apparatus to protect 
endoscopes, wherein the interior of the housing includes: a storage sheath defining the 
canal, the outer surface of the housing and the storage sheath defining a cavity 
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therebetween; and an impact absorbing material substantially filling the cavity (see Fgis. 
2a-f). 

In regards to claim 10, Beane et al disclose a sterile apparatus to protect 
endoscopes, wherein the impact absorbing material is a liquid (see paragraph 0057- 
0058). 

In regards to claim 11, Beane et al disclose a sterile apparatus to protect 
endoscopes, wherein the impact absorbing material is a gas (see paragraph 0060). 

In regards to claims 12-15, Beane et al disclose a sterile apparatus to protect 
endoscopes, further comprising an anchor and a cord attached to the housing and the 
anchor, to be used for a means for removable affixing the housing to a surface (see 
paragraphs 0066-0068). 

In regards to claims 41-42, Beane et al disclose a sterile apparatus to protect 
endoscopes, further comprising a reservoir for communicating with the second end of 
the canal for accommodating the defogging material (see paragraphs 0012-0013) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 

Patent Application Publication 2002/0022762 to Beane et al. in view of Dohm et al. 

(U.S. Patent No. 5,720,391). 
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In regard to claim 8, Beane et al. disclose a sterile apparatus to protect 
endoscopes but are silent with respect to wherein the impact absorbing material is 
Styrofoam. However. Dohm et al. teach a similar transportation case for a medical 
instrument having a spacer 212 made of shock absorbing material, such as a styrofoam 
material (see col. 5, lines 64-66). Dohm et al. thus demonstrate that the use of 
stryrofoam materials for cushioning a medical device during transport are well known in 
the art. Accordingly, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to utilize Styrofoam in the apparatus of Beane et al. as an 
alternate means for cushioning the endoscope. 

Claims 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent Application Publication 2002/0022762 to Beane et al. in view of Lantz (U.S. 
Patent No. 6,910,582). 

In regard to claim 9, Beane et al. disclose a sterile apparatus to protect 
endoscopes but are silent with respect to wherein the impact absorbing material is a 
gel. However, Lantz teaches a similar transportation case having a gel pack 40 for 
cushioning (see col. 5, lines 55-65). Lantz thus demonstrates that the use of gel 
materials for cushioning is well known in the art. Accordingly, it would have been 
obvious for one of ordinary skill in the art at the time the invention was made to utilize a 
gel in the apparatus of Beane et al. as an alternate means for cushioning the 
endoscope. 
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Response to Arguments 

Applicant's arguments filed May 8, 2006 have been fully considered but they are 
not persuasive. 

Applicant states that Beane et al. does not teach or suggest a self-sealing 
mechanism disposed within the canal, the self-sealing mechanism and configured to 
allow for an endoscope to enter the canal and make contact with the defogging material 
and to prevent the defogging material from spilling out of the canal. However, Beane et 
al. disclose the device wherein the distal end 124 is attached to bottle 118, and proximal 
end 122 is attached to a stem 126 on housing 112. Distal end attaches to bottle 1 18 via 
complementary screw threadings 128 (inside tube 114) and 130 (on bottle 118). 
Alternatively, bottle 118 and distal end 124 can be attached by an interference or press 
fit, using, e.g., an 0-ring. Proximal end 122 is similarly attached to stem 126 using, e.g., 
complementary screw threadings, an insert mold, or an interference fit (see paragraph 
0053). The interference or press fitting is configured to allow the endoscope to enter 
the canal and make contact with the defogging material and further prevents spillage of 
the material out of the canal, thus meeting the limitations of claim 1 . 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Kasztejna whose telephone number is (571) 
272-6086. The examiner can normally be reached on Mon-Fri, 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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